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DETAILED ACTION 

Prosecution History Summary 

Upon further review of the arguments provided by the applicant in 
the Pre-Appeal Brief filed December 11, 2008, the Final Office Action mailed 
September 26, 2008 has been withdrawn. The prosecution of this 
application is hereby reopened. 

The following is a NON-FINAL Office Action in response to the 
communication received on December 11, 2008. Currently, claims 1-11 are 
pending in this application. 



Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 1-11 are rejected under 35 U.S.C. 101. The claimed invention is directed 
to non-statutory subject matter. Based on Supreme Court precedent 1 and recent 
Federal Circuit decisions, the Office's guidance to examiners is that a USC 35 
101 process must (1) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or 



Application/Control Number: 10/660,850 Page 3 

Art Unit: 3687 

materials) to a different state or thing 2 If neither of these requirements are met 

by the claim, the method is not a patent eligible process under USC 35 101 and 

should be rejected as being directed to non-statutory subject matter. 

An example of a method claim that would_not qualify as a statutory process 

would be a claim that recited purely mental steps. Thus, to qualify as a USC 35 

101 statutory process, the claim should positively recite the other statutory class 

(the thing or product) to which it is tied, for example by identifying the apparatus 

that accomplishes the method steps, or positively recites the subject. 

\Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parkerv. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 
(1876). The Supreme Court recognized that this test is not necessarily fixed or permanent and 
may evolve with technological advances. Gottschalk v. Benson, 409 U.S. 63, 71 (1972). 

Here, applicant's method steps, fail the first and second prongs of the new 
Federal Circuit decision since they are not tied to another statutory class and can 
be performed without the use of a particular apparatus. In order to be considered 
statutory subject matter for examination purposes, a process claim must recite 
another statutory class within the body of the claim (i.e. a machine or computer), 
that is associated with a core significant function of the claim. The recitation of a 
machine in the preamble is no longer sufficient to render a claim statutory. 
Appropriate correction and/or clarification is required. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 



6. Claims 1-8 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tamaki et al (US 6,226,561) in view of Dangat et al (US 
6,041,267). 



Regarding claim 1, Tamaki et al. disclose a method for resolving demand 
and supply imbalances comprising: identifying at least one excess component 
inventory liability or at least one constraint in supply capability for an end product 
by matching current buying patterns for said end product against inventory 
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liability and supply capability based on a previous demand forecast (see for 
example column 2, lines 37-64 and column 3, lines 1-12); where excess 
component inventory liability exists: refocusing said at least one excess 
component inventory liability by determining alternative end products that use 
components identified in said at least one excess component inventory liability 
(see for example column 3, lines 1-27). Tamaki et al does not explicitly disclose 
wherein where constrained supply capability exists: determining alternative end 
products that are functionally equivalent to those identified in said at least one 
constrained supply capability. 

However, Dangat et al does disclose wherein where constrained supply 
capability exists: determining alternative end products that are functionally 
equivalent to those identified in said at least one constrained supply capability 
(see for example column 9, lines 36-42). 

Therefore, it would have been obvious to one of ordinary skill in the art, at 
the time of the invention, to have modified the method of Tamaki et al so as to 
have included determining alternative end products that are functionally 
equivalent to those identified in said at least one constrained supply capability, in 
accordance with the teaching of Dangat et al, in order to reduce excess inventory 
liability, since so doing could be performed readily and easily by any person of 
ordinary skill in the art, with neither undue experimentation, nor risk of 
unexpected results. 
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Neither the prior art reference Dangat et al nor Tamaki et al explicitly 
disclose executing sales activities operable for enticing sales of functionally 
equivalent alternative end products; wherein said sales activities result in 
reducing said at least one excess component inventory liability or avoiding said 
at least one constraint in supply capability. However, using sales activities to 
entice customers to purchase excess merchandise is well known to those of 
ordinary skill in the art, and official notice to that effect is hereby taken. 

It would have been obvious to one of ordinary skill in the art, at the time of 
the invention, to have modified the method of Tamaki et al in view of Dangat et al 
so as to have included using sales activities to entice customers to purchase 
excess merchandise in order to reduce excess inventory liability, since doing so 
could be performed readily and easily by any person of ordinary skill in the art, 
with neither undue experimentation, nor risk of unexpected results. 



Regarding claim 2, Tamaki et al. disclose the method of claim 1, wherein 
said identifying at least one excess component inventory liability or at least one 
constraint in supply capability includes: exploding a bill of materials for a product 
structure based upon a sales forecast, demand data, and supplier commitment 
data (see for example column 3, lines 58-61), but does not explicitly disclose the 
method of claim 1 where identifying at least one excess component inventory 
liability or at least one constraint in supply capability includes: imploding results 
of said exploding into end products and an available to promise statement; 
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translating said results into lead times for delivery; and identifying remaining 
results not included in said available to promise statement as excess component 
inventory liability or constraint in supply capability for an end product. 

However, Dangat et al. teach the method of claim 1 , but include the 
method of claim 1 where identifying at least one excess component inventory 
liability or at least one constraint in supply capability includes: imploding results 
of said exploding into end products and an available to promise statement (see 
for example column 1 0, lines 44-67 and column 1 1 , lines 1 -2); translating said 
results into lead times for delivery; and identifying remaining results not included 
in said available to promise statement as excess component inventory liability or 
constraint in supply capability for an end product (see for example column 1 1 , 
lines 16-20 and column 9, lines 29-41). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art, at the time of the invention, to implement identifying at least one excess 
component inventory liability or at least one constraint in supply capability 
including imploding results of said exploding into end products and an available 
to promise statement translating said results into lead times for delivery; and 
identifying remaining results not included in said available to promise statement 
as excess component inventory liability or constraint in supply capability for an 
end product with the invention as disclosed by Tamaki et al, because by utilizing 
an available to promise statement and determining lead times for various 
products to determine what materials are in excess or constrained, a company 
would be able to determine the amount of time and inventory available to 
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complete customer order requests, thereby reducing production time and 
reducing liability. 



Regarding claim 3, Tamaki et al. disclose a method for resolving demand 
and supply imbalances, the refocusing said at least one excess component 
inventory liability by determining alternative end products that use components 
identified in said at least one excess component inventory liability includes 
performing a supply liability reduction process comprising: a procurement and 
development assessment sub-process including mitigation activities, said 
procurement and development assessment sub-process mitigation activities 
representing a greatest magnitude of liability (see for example column 1 , lines 
30-34 and 45-52 and column 2, lines 1-6). 

Neither the prior art reference Tamaki et al. nor Dangat et al explicitly 
disclose that the procurement and development sub-process mitigation activities 
are performed first in time before other sub-processes. 

However, it would have been obvious to one of ordinary skill in the art, at 
the time of the invention, to have performed the steps disclosed by Tamaki et al. 
in an order such that the procurement and development sub-process mitigation 
activities would be performed first in time before other sub-processes, since so 
doing could be performed readily and easily by any person of ordinary skill in the 
art, with neither undue experimentation, nor risk of unexpected results, and since 
it has been held that selection of any order of performing process steps is prima 
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facie obvious in the absence of new or unexpected results. In re Burhans, 154 
F.2d 690, 69 USPQ 330 (CCPA 1946). 

Regarding claim 4, Tamaki et al. disclose the method of claim 3, wherein 
said performing a supply liability reduction process further includes: a liability 
council assessment sub-process including mitigation activities, said liability 
council assessment sub-process mitigation activities representing a magnitude of 
liability less than that of said procurement and development assessment sub- 
process (see for example column 1, lines 30-34 and 45-52 and column 2, lines 1- 
6), 

Neither the prior art reference Tamaki et al. nor Dangat et al explicitly 
disclose the method of claim 3, wherein said liability council assessment sub- 
process mitigation activities are performed second in time after said procurement 
and development assessment sub-process. 

However, it would have been obvious to one of ordinary skill in the art, at 
the time of the invention, to have performed the steps disclosed by Tamaki et al. 
in an order such that the liability council assessment sub-process mitigation 
activities would be performed second in time after said procurement and 
development assessment sub-process, since so doing could be performed 
readily and easily by any person of ordinary skill in the art, with neither undue 
experimentation, nor risk of unexpected results, and since it has been held that 
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selection of any order of performing process steps is prima facie obvious in the 
absence of new or unexpected results. In re Burhans, 154 F.2d 690, 69 USPQ 
330 (CCPA1946). 



Regarding claim 5, Tamaki et al. disclose the method of claim 3, wherein 
said performing a supply liability reduction process further includes: a sales 
activities sub-process including mitigation activities, said sales activities sub- 
process mitigation activities representing a magnitude of liability less than that of 
said liability council assessment sub-process, 

Neither the prior art reference Tamaki et al. nor Dangat et al explicitly 
disclose the method of claim 3, wherein said sales activities sub-process 
mitigation activities are performed third in time after said liability council 
assessment sub-process. 

However, it would have been obvious to one of ordinary skill in the art, at 
the time of the invention, to have performed the steps disclosed by Tamaki et al. 
in an order such that the sales activities sub-process mitigation activities would 
be performed third in time after said liability council assessment sub-process, 
since so doing could be performed readily and easily by any person of ordinary 
skill in the art, with neither undue experimentation, nor risk of unexpected results, 
and since it has been held that selection of any order of performing process 
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steps is prima facie obvious in the absence of new or unexpected results. In re 
Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946). 

Further, neither the prior art reference Tamaki et al. nor Dangat et al 
explicitly disclose the method of claim 3, wherein said sales activities sub- 
process mitigation activities represent a magnitude of liability less than that of 
said liability council assessment sub-process. 

However, allocating a sales activities budget that is less than that of said 
liability council assessment sub-process is well known to those of ordinary skill in 
the art, and official notice to that effect is hereby taken. 

It would have been obvious to one of ordinary skill in the art, at the time of 
the invention, to have modified the method of Tamaki et al in view of Dangat et al 
so as to have included allocating a sales activities budget that are less than that 
of said liability council assessment sub-process in order to reduce excess 
inventory liability, since doing so could be performed readily and easily by any 
person of ordinary skill in the art, with neither undue experimentation, nor risk of 
unexpected results. 



Regarding claim 6, Tamaki et al. disclose the method of claim 3, wherein 
said performing a supply liability reduction process further includes: a liability 
write off sub-process including mitigation activities, said liability write off sub- 
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process mitigation activities representing a magnitude of liability less than that of 
said sales activities, 

Neither the prior art reference Tamaki et al. nor Dangat et al explicitly 
disclose the method of claim 3, wherein said liability write off sub-process 
mitigation activities are performed fourth in time after said sales activities sub- 
process. 

However, it would have been obvious to one of ordinary skill in the art, at 
the time of the invention, to have performed the steps disclosed by Tamaki et al. 
in an order such that the liability write off sub-process mitigation activities would 
be performed fourth in time after said sales activities sub-process, since so doing 
could be performed readily and easily by any person of ordinary skill in the art, 
with neither undue experimentation, nor risk of unexpected results, and since it 
has been held that selection of any order of performing process steps is prima 
facie obvious in the absence of new or unexpected results. In re Burhans, 154 
F.2d 690, 69 USPQ 330 (CCPA 1946). 

Further, neither the prior art reference Tamaki et al. nor Dangat et al 
explicitly disclose the method of claim 3, wherein said liability write off sub- 
process mitigation activities represent a magnitude of liability less than that of 
said sales activities. 

However, allocating a liability write off budget that is less than that of said 
sales activities sub-process is well known to those of ordinary skill in the art, and 
official notice to that effect is hereby taken. 
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It would have been obvious to one of ordinary skill in the art, at the time of 
the invention, to have modified the method of Tamaki et al in view of Dangat et al 
so as to have included allocating a liability write off budget that is less than that of 
said sales activities sub-process in order to reduce excess inventory liability, 
since doing so could be performed readily and easily by any person of ordinary 
skill in the art, with neither undue experimentation, nor risk of unexpected results. 



In regards to claim 7, Tamaki et al. disclose the method of claim 3, 
wherein said procurement and development assessment sub-process mitigation 
activities comprise at least one of: rebalancing demand and supply by shifting 
demand or supply from one geography to another; selling components back to 
vendors; negotiating with vendors to eliminate or reduce liability based upon 
mutually agreed to incentives that provide incremental value to both parties; 
using excess components as field parts in support of a warranty program or 
servicing requirements; qualifying excess components in new products; and 
adjusting said sales forecast to account for excess or constrained components 
(see for example column 14, lines 8-14). 



In regards to claim 8, Tamaki et al. disclose the method of claim 4, 
wherein said liability council assessment mitigation activities comprise at least 
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one of: updating said sales forecast to account for excess or constrained 
components ; conducting squared sets analysis; brokering components or 
products that are no longer saleable; creating saleable bundles with other current 
offerings; developing option packages; determining alternative routes to market; 
and making liability write-off determinations (see for example column 14, lines 8- 
14). 



In regards to claim 10, Tamaki et al. disclose the method of claim 6, but 
does not explicitly disclose wherein said liability write off mitigation activities 
comprise at least one of: negotiating with a vendor; and scrapping components 
associated with said liability. 

However, the prior art reference Dangat et al does disclose wherein said 
liability write off mitigation activities comprise at least one of: negotiating with a 
vendor; and scrapping components associated with said liability (see for example 
column 9, lines 29-30). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time of the invention, to have modified the method of Tamaki et al so as to have 
included wherein said liability write off mitigation activities comprise at least one 
of: negotiating with a vendor; and scrapping components associated with said 
liability, in accordance with the teaching of Dangat et al, in order to reduce 
excess inventory liability, since so doing could be performed readily and easily by 
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any person of ordinary skill in the art, with neither undue experimentation, nor 
risk of unexpected results. 



3. Claims 9 and 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tamaki et al. (US 2004/0236641) as applied to claim 1 
above under USC 102(e), in view of Kennedy et al. (US 6,167,380). 

In regards to claim 9, Tamaki et al. disclose the method of claim 5, but 
does not explicitly disclose wherein said sales activities sub-process mitigation 
activities sub-process comprise at least one of: developing a promotion for long- 
term over supply through advertisements and communications media; offering a 
solution via alternate routes to market; authorizing pricing actions comprising at 
least one of: price decreases; discount incentives; and pricing delegations; 
establishing incentives for buying or selling; reassessing commission structures 
for an offering; and updating telesales team scripts for inbound and outbound 
telephone calls. 

However, Kennedy et al. teach the method of claim 1 and include the 
method of claim 5, wherein said sales activities sub-process mitigation activities 
sub-process comprise at least one of: developing a promotion for long-term over 
supply through advertisements and communications media; offering a solution 
via alternate routes to market; authorizing pricing actions comprising at least one 
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of: price decreases; discount incentives; and pricing delegations; establishing 
incentives for buying or selling; reassessing commission structures for an 
offering; and updating telesales team scripts for inbound and outbound telephone 
calls (see for example column 4, lines 59-67, column 5, lines 1-3, and column 9, 
lines 1-5). 

Therefore, it would have been obvious to one of ordinary skill in the art, at 
the time of the invention, to have modified the method of Tamaki et al so as to 
have included wherein said sales activities sub-process mitigation activities sub- 
process comprise at least one of: developing a promotion for long-term over 
supply through advertisements and communications media; offering a solution 
via alternate routes to market; authorizing pricing actions comprising at least one 
of: price decreases; discount incentives; and pricing delegations; establishing 
incentives for buying or selling; reassessing commission structures for an 
offering; and updating telesales team scripts for inbound and outbound telephone 
calls, in accordance with the teaching of Kennedy, in order to reduce excess 
inventory liability, since so doing could be performed readily and easily by any 
person of ordinary skill in the art, with neither undue experimentation, nor risk of 
unexpected results. 

Regarding claim 1 1 , Tamaki et al. disclose the method of claim 1 but do 
not explicitly disclose the method of claim 1 , wherein said sales activities include: 
cross-sell; up-sell; alternative-sell; and down-sell. 
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However, Kennedy et al. teach the method of claim 1 and include the 
method of claim 1, wherein said sales activities include: cross-sell; up-sell; 
alternative-sell; and down-sell (see in particular column 4, lines 59-67, column 5, 
lines 1-3, and column 9, lines 1-5). 

Therefore, it would have been obvious to one of ordinary skill in the art, at 
the time of the invention to include cross, up, alternative, and down selling 
techniques in the sales activities of the invention as disclosed by Tamaki et al, 
because by introducing various sales techniques within mitigation activities, a 
company can effectively minimize profit loss by offering customers products at 
lower costs, alternative products at the same price, bundles, and offer increased 
pricing to customers who want to receive specified goods on time. By increasing 
product and pricing alternatives to customers, the company can increase the 
likelihood of sales and profit, thereby reducing the liability caused by excess or 
constrained inventory. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• The reference Jameson (US 6,032,123) discloses a method and 

apparatus for allocating, costing, and pricing organizational 

resources. 
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• The reference Gleditsch et al. (US 6,397,1 1 8) discloses a method 
and system for providing sufficient availability of manufacturing 
resources to meet unanticipated demand. 

• The reference Home (US 7,058,587) discloses a system and 
method for allocating the supply of critical material components and 
manufacturing capacity. 

• The reference Eck et al. (US 7,231 ,361 ) discloses a method, 
system, and storage medium for utilizing excess and surplus 
inventory. 

• The reference Ferrari et al. (US 7,289,968) discloses forecasting 
demand for critical parts in a product line. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TALIA CRAWLEY whose telephone number is 
(571)270-5397. The examiner can normally be reached on Monday to Thursday 
eight to five. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Matthew Gart can be reached on 571-272-3955. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



U. C.I 

Examiner, Art Unit 4176 
07/01/2009 



/Matthew S Gart/ 

Supervisory Patent Examiner, Art 

Unit 3687 



